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DETAILED ACTION 

1 . Applicant's election with traverse of Group I, claims 96-1 02 in the reply filed on 
May 7, 2008 is acknowledged. The traversal is on the ground(s) that the search and 
examination of group I and IV would not be burdensome to the examiner. This is not 
found persuasive because group I and IV would require a search in different database 
of protein and DNA respectively. Furthermore, Group I and IV are classified in separate 
classification. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Amendment filed May 1 1 , 2005 has been entered. Claims 96-1 02 are examined 
below. Claims 1-95 have been cancelled. Claims 103-1 13 are withdrawn. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 96-102 are rejected under 35 U.S.C. 101 because the claimed invention 
is not supported by either a substantial asserted utility or a well established utility. 

The claims are directed to a carbohydrate associated protein of SEQ ID NO:5 
which is an orphan protein whose function is not known. The specification on page 13 
disclose the asserted utility of using the protein for links to diseases. However, there is 
no nexus between the claimed protein and the therapeutics for humans. The 
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specification as filed does not disclose or provide evidence that points to a property of 
the claimed protein such that another non-asserted utility would be well established. 
The claimed protein is an orphan protein whose function is not known thus has no 
known utility. The polypeptide lacks substantial utility because further research to 
identify or reasonably confirm a "real world" context of use is required. Thus, the 
asserted utility lacks substantial and specific utility because further research to identify 
or reasonably confirm a "real world" context of use is required. Brenner V. Manson 383 
U.S. 519, 535-536, 148 USPQ 689, 696 (1966) stated that "Congress intended that no 
patents be granted on an chemical compound whose sole "utility" consists of its 
potential role as an object of use-testing ... a patent is not a hunting license." Brenner 
further states that "It is not a reward for the search, but compensation for its successful 
conclusion." Any utility of the nucleic acid encoding the protein or other specific asserted 
utility is directly dependent on the function of the protein. Any utility of the antibody or 
other specific asserted utility is directly dependent on the function of the protein also. A 
circular assertion of utility is created where the utility of the protein is needed to break 
out the circular assertion of utility. The polypeptides do not substantial utility because 
the skilled artisan would need to prepare, isolate, and analyze the protein in order to 
determine its functional nexus with human therapeutics. Therefore, the invention is not 
in readily available form. Instead, further experimentation of the protein itself would be 
required before it could be used. The disclosed use for the nucleic acid molecule of the 
claimed invention is generally applicable to any nucleic acid and therefore is not 
particular to the nucleic acid sequence claimed. The claims directed to vectors and host 
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cells do not have utility because the nucleic acid without utility is needed to practice the 
inventions. 

Claims 96-102 are also rejected under 35 U.S.C. 112, first paragraph. 
Specifically, since the claimed invention is not supported by either a substantial 
asserted utility or a well established utility for the reasons set forth above, one skilled in 
the art clearly would not know how to use the claimed invention. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

4. Claims 96-102 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Home etal. (US 6,974,667). 

Home et al. disclose a polypeptide encoded by polynucleotide which has regions 
of 100% sequence identity and has biological activity of comprising an amino acid (see 
sequence comparison below). 

Sequence comparison 
Patent No. 6974667 
APPLICANT: Home, Darci T. 

Query Match 70.7%; Score 1002; DB 4; Length 1551; 

Best Local Similarity 87.6%; Pred. No. 1.9e-279; 

Matches 1179; Conservative 0; Mismatches 0; Indels 167; Gaps 1 ; 

Qy 72 TATTTCTCCCGGCCTCCAAAGCAAACGACGTTCTGGTGAGGTGGAAGCGTGCGGGCTCCT 131 

I 



132 ATCTTCTGGAAGAACTCTTCGAGGGAAACTTGGAAAAAGAATGTTATGAAGAAATCTGTG 191 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

2 04 ATCTTCTGGAAGAACTCTTCGAGGGAAACTTGGAAAAAGAATGTTATGAAGAAATCTGTG 2 6 3 

192 TCTATGAAGAAGCAAGAGAAGTGTTTGAAAATGAAGTAGTCACTGATGAATTCTGGAGAC 2 51 
I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

2 64 TCTATGAAGAAGCAAGAGAAGTGTTTGAAAATGAAGTAGTCACTGATGAATTCTGGAGAC 32 3 

2 52 GATATAAGGGTAAGTGGTTTCCTTCGTCTCCTCAGAAGTATTAATTCCTCGGGATGAGGT 311 
I I I I I I I I 

324 GATATAAG 331 
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1 1 1 1 1 

- -GGCGG 336 



I 

3 3 7 CTCCCCGTGCATCTCCCAGCCCTGCCTCCACAACGGCTCTTGCCAGGACAGCATCTGGGG 3 96 



> CTACACCTGCACCTGCTCCCCCGGCTATGAGGGCAGCAACTGCGAGCTGGCTAAAAATGA 551 
I 



552 ATGTCACCCAGAGCGGACTGATGGGTGTCAACACTTCTGCCTCCCAGGACAGGAATCCTA 611 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
4 57 ATGTCACCCAGAGCGGACTGATGGGTGTCAACACTTCTGCCTCCCAGGACAGGAATCCTA 516 

612 CACGTGCAGCTGTGCTCAGGGCTACAGGCTTGGTGAGGACCACAAACAGTGTGTGCCCCA 6 71 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
517 CACGTGCAGCTGTGCTCAGGGCTACAGGCTTGGTGAGGACCACAAACAGTGTGTGCCCCA 576 

6 72 CGACCAGTGTGCCTGCGGGGTGCTGACCTCTGAGAAGCGTGCACCGGATCTACAGGACCT 731 
I 



732 CCCGTGGCAGGTAAAGTTAACAAATTCCGAAGGAAAAGACTTCTGTGGTGGTGTTATAAT 7 91 
I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

637 CCCGTGGCAGGTAAAGTTAACAAATTCCGAAGGAAAAGACTTCTGTGGTGGTGTTATAAT 6 96 

7 92 ACGGGAAAATTTTGTACTGACAACAGCAAAATGTTCACTGTTACACAGGAATATTACTGT 8 51 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

6 97 ACGGGAAAATTTTGTACTGACAACAGCAAAATGTTCACTGTTACACAGGAATATTACTGT 756 

8 52 AAAAACATATTTTAACAGAACGAGCCAAGACCCGCTGATGATCAAGATAACGCACGTCCA 911 

I I I I I I I I I I I I I I I I I I I I I I 

757 AAAAACATATTTTAACAGAACGAGCCAAGACCCGCTGATGATCAAGATAACGCACGTCCA 816 

912 TGTGCACATGCGGTATGACGCGGACGCGGGGGAGAATGACCTGTCACTGCTGGAGCTGGA 971 
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1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 

Db 817 TGTGCACATGCGGTATGACGCGGACGCGGGGGAGAATGACCTGTCACTGCTGGAGCTGGA 8 76 

I I I I I I I I I I I I I I I I 



1032 TGAGCACCTCCTCATCCCACGCACCAGGGGCCTCCTCAGCGGCTGGGCACGCAATGGCAC 10 91 
I I I I I I I I I I I I I I I I I I I I I I I I I I I! I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
93 7 TGAGCACCTCCTCATCCCACGCACCAGGGGCCTCCTCAGCGGCTGGGCACGCAATGGCAC 9 96 

10 92 TGACCTGGGCAACTCGCTGACCACGCGGCCTGTCACACTTGTGGAGGGGGAGGAGTGCGG 1151 
I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
9 97 TGACCTGGGCAACTCGCTGACCACGCGGCCTGTCACACTTGTGGAGGGGGAGGAGTGCGG 1056 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
1057 GCAGGTCCTGAATGTGACTGTCACCACCAGGACCTACTGTGAGAGAAGCAGCGTGGCGGC 1116 

1212 CATGCACTGGATGGATGGAAGTGTGGTCACCAGAGAACACAGAGGCTCCTGGTTTCTCAC 12 71 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
1117 CATGCACTGGATGGATGGAAGTGTGGTCACCAGAGAACACAGAGGCTCCTGGTTTCTCAC 1176 

12 72 GGGGGTCCTGGGCTCGCAGCCAGTAGGAGGGCAGGCTCACATGGTCCTTGTCACCAAGGT 13 31 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

1177 GGGGGTCCTGGGCTCGCAGCCAGTAGGAGGGCAGGCTCACATGGTCCTTGTCACCAAGGT 12 3 6 

13 32 CTCCAGGTACTCACTCTGGTTTAAACAGATCATGAACTAACTGAAACTCAGCTAGCCAGA 13 91 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

12 3 7 CTCCAGGTACTCACTCTGGTTTAAACAGATCATGAACTAACTGAAACTCAGCTAGCCAGA 12 96 

13 92 ATGAACAACACAACCGGAAGCGGGAT 1417 

I I I I I I I I I I I I I I I I I I I I I I I I 

12 97 ATGAACAACACAACCGGAAGCGGGAT 1322 



5. Claims 96-102 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Thoegersen et al. (US 5739281). 
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Thoegersen et al. disclose a polypeptide which comprises the fragment of the 
claimed SEQ ID NO:5 because it has regions which are identical and has the biological 
activity of refolding or containing amino acids (see sequence comparison below). 

Sequence comparison 
Patent No. 5739281 

APPLICANT: Thoegersen, Hans Christian 

Query Match 37.9%; Score 196.5; DB 1; Length 487; 

Best Local Similarity 52.3%; Pred . No. 2.1e-15; 

Matches 45; Conservative 12; Mismatches 28; Indels 1; Gaps 1; 

Qy 1 MAGCVPLLQGLVLVLALHRVEPSVFLPASKANDVLVRWKRAGSYLLEELFEGNLEKECYE 6 0 

III = 1= = I I Mill :|= II I = I I M llh =1111 = 11 I 

Db 1 MAGLLHLVLLSTALGGLLRPAGSVFLPRDQAHRVLQRARRANSF-LEEVKQGNLERECLE 59 

Qy 61 E I CVYEEAREVFENE WTDE FWRRYK 86 

I I lllllllh Mill Ml 

Db 6 0 EACS LEEAREVFEDAEQTDE FWS KYK 85 



6. No claims are allowed. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Pak whose telephone number is 571-272-0879. 
The examiner can normally be reached on 8:00 - 2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Nickol can be reached on 571-272-0835. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Michael Pak/ 

Primary Examiner, Art Unit 1646 
August 15, 2008 



